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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNiCATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to connmunication(s) filed on 07 September 2005 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11.453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-3.6-15,18,19.21 and 22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claimfs) 1-3,6-15,18,19,21 and 22 is/are reiected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 

This office action is based on the decision and remand from the Board of Patent Appeals 
and Interferences on 9/7/05. 

Claim Rejections - 35 USC§103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. Claims 1-3, 7-8, 12-15, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Locker et al (6,077,483). 

With respect to claims 1-2, 7-8, 12-14, 19, Locker et al discloses a catalytic exhaust gas 
purification device comprising: 
a steel casing 16; 

a monolithic ceramic honeycomb element 10 mounted in said casing 16; 
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a compensating layer disposed between said casing 16 and said honeycomb element 10; 
said compensating layer comprising: 

a swelling mat or intimiescent mat 14 with border regions at risk from abrasion; 
an insulative barrier coating layer 12 having a border and an inner region; said 
border of said insulative barrier coating layer 12 having a thicker region 12 A than 
said inner region; and 

said swelling mat 14 being disposed adjacent a side of said inner region of said 
insulative barrier coating layer 12 facing away from said honeycomb element 10 
and said thicker region 12A of said border of said insulative barrier coating layer 
12 covering said border regions of said swelling mat 14 at risk from abrasion (Fig. 

2); 

said compensating layer is wrapped aroimd the honeycomb element 10 (col. 7, lines 15- 

53). 

The apparatus of Locker et al is substantially the same as that of the instant claims, but is 
silent as to whether the insulative barrier coating layer 12 may be in a mat form. 

However, applicant does not provide any definition of the insulating "mat" term to give 
any special meaning to that term, except reference to a Merriam- Webster online dictionary in the 
brief filed 1 1/12/04, which is consistent with the definition of "mat" found at page 716 of 
Merriam- Webster's Collegiate Dictionary, Tenth Edition, as set forth in the Board's decision on 
9/7/05. Furthermore, applicant acknowledges on page 12, lines 8-13 of the instant specification 
that an insulating mat typical includes known prior art "fiber mats". 
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Locker et al further discloses that the insulative barrier coating layer 12 may include a 
variety of additives, including fibrous materials of refractory glass, ceramic or metal fibers, etc. 
(col. 4, lines 54-65). Therefore, the insulative barrier coating layer v^ith the fibers of Locker et al 
meets the "fiber mats or insulating mats" acknowledged by appUcant on page 12, lines 8-13 of 
the instant specification. 

It would have been obvious to one having ordinary skill in the art to add a variety of 
additives, such as fibrous material in the insulative barrier coating layer 12 of Locker et al so as 
to improve coating strength as taught by Locker et al. 

With respect to claims 3, 15, Locker et al discloses that the insulating layer contains 
ceramic material (col. 4, lines 15-65). 

4. Claims 6 and 18 rejected under 35 U.S.C. 103(a) as being unpatentable over Locker et al 
(6,077,483) in view of Ten Eyck (4,999,168). 

As best understood, the apparatus of Locker et al is substantially the same as that of the 
instant claims, but fails to disclose whether the swelling mat may swell upon absorbing water. 

However, Ten Eyck discloses the conventionality of providing a swelling mat containing 
mica as that of the instant invention and therefore inherently swells upon absorbing water (col. 5, 
lines 40-44). 

It would have been obvious to one having ordinary skill in the art to alternatively select 
an appropriate material for the swelling mat, such as mica, as taught by Ten Eyck in the 
apparatus of Locker et al on the basis of its suitability for the intended use as a matter of obvious 
design choice to obtain the desired supporting and insulating the catalyst element thereof, 
absence showing any unexpected results and since it has been held to be within the general skill 
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of a worker in the art to select a known material on the basis of its suitability for the intended use 
as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

5. Claims 9-11, 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Locker et al (6,077,483) in view of Santiago et al (4,344,922) and Ten Eyck (4,999,168). 

The apparatus of Locker et al is substantially the same as that of the instant claims, but 
fails to disclose whether the compensating layer may be prefabricated segments. 

However, Santiago et al and Ten Eyck disclose the conventionality of providing a 
compensating layer in form of prefabricated segment. 

It would have been obvious to one having ordinary skill in the art to use the 
compensating layer in prefabricated segment form as taught by Santiago et al and Ten Eyck in 
the apparatus of Locker et al, on the basis of its suitability for the intended use as a matter of 
obvious design choice to obtain the desired supporting the catalyst element thereof, absence 
showing any imexpected results. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hien Tran whose telephone number is (571) 272-1454. The 
examiner can normally be reached on Tuesday-Friday from 7:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessfril, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




HT 



Hien Tran 
Primary Examiner 
Art Unit 1764 




ROBERT J. WARDEN, SR. 
SUPERVISORY PATENT EXAMINER 
TEGHNOLGGY CENTER 1700 





' Glenn Caldarola 
SuparvisofV PaierA Examiner 

Tjt^TTstogy Centsr 1 700 



